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Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 

Extensions of time may be available under the provisions of 37 CFR 1.136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )0 Responsive to communication(s) filed on . 

2a)Q This action is FINAL. 2b)(El This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) ^ Claim(s) 7^9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IX) Claim(s) 7-9 is/are rejected. 

7) Q Claim(s) " is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on . is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1. Q Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Attach ment(s) 

1 ) Notice of References Cited (PTO-892) 4) □ Interview Summary (PTO-413) 
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DETAILED ACTION 



Claim Objections 
Claims I and 7 are objected to because of the following informalities: 

• Claim 1, line 2, the term "sid" should be "said". 

• Claim 7 3 line 1 , the term "additional" should be "additionally". 
Appropriate correction is required. 



Claim Rejections - 35 USC§112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

Claims 3-4 and 6 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as the 
invention. 

In claim 3, the phrase "wherein said fat is a mixture of corn oil, high oleic safflower or sunflower 
oil and canola oil" is indefinite, as the metes and bounds of which oils are included or excluded, are 
unclear. For example, it is unclear if the phrase means: 

• a mixture of (a) corn oil, (b) high oleic safflower or sunflower oil and (c) canola oil; 

• a mixture of (a) corn oil, high oleic safflower or sunflower oil and (b) canola oil; 

• a mixture of (a) corn oil, (b) high oleic safflower or (c) sunflower oil and canola oil; 
or some other interpretation. 

Regarding claims 4 and 6, the term "DMP" should not be recited as an abbreviation for "dibasic 
magnesium phosphate." In order to avoid confusion about what is encompassed by the claims, the name 
of the compound should be spelled out. 
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Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

Claims 1 -9 are rejected under 35 U.S.C. 103(a) as being unpatentable over the "Ensure" line ol 
"Complete Balanced Nutrition" shakes, in view of the Atkins Ready-To-Drink Shakes. 

The "Ensure" line of "Complete Balanced Nutrition" shakes are found on the internet at 
http://ensure.com/products/index.aspx , and the attached archived printed versions were published on the 
internet between December 2000 and January 2001 . The Ensure brand of ready-to-drink nutrition product 
has a fat source comprising a blend of three oils: high-oleic safflower oil (40% of the oil blend), canola 
oil (40%) and corn oil (20%). The protein source is a blend of two protein sources, calcium caseinate and 
soy protein isolate (Ensure High Protein drink), which may also include whey protein (Ensure brand 
product). A high percentage of the calories of the drinks are from carbohydrates, ranging from 54.7% 
(Ensure High Protein) to 66.6% (Ensure Light). The remainder of the components include water, lecithin, 
vitamins, minerals, and also include potassium citrate and magnesium phosphate dibasic (DMP). The 
Ensure line of shakes does not disclose a low-carbohydrate version with "less than 5% of calories from 
carbohydrates", as instantly claimed. 

The Atkins Ready-To-Drink Shakes publication (Cafe au Lait\ see the Product Alert, November 
13, 2000 as evidence of date of availability) is taken as cited in the parent application 09/809,738, and can 
also be found at www.atkins. coin/products/shakes . The shakes include a fat source (soy oil) comprising 
80 of 1 70 total calories (47%), and 20 grams of protein from calcium caseinate and whey protein 
concentrate. The mixture also contains lecithin, magnesium phosphate and potassium citrate, as well as 
vitamins, minerals and water. The net carbs are listed at 2 grams per 1 1 ounce serving. The Atkins shake 
is a high protein, low carbohydrate product. 

Given the state of the art at the time the invention was made regarding the common trends of 
greatly reducing or eliminating carbohydrates from food products, and given the fact that the Atkins 
ready-to-drink shake publication provides a similar low carbohydrate product in this manner, it would 
have been obvious to one of ordinary skill in the art to provide a high protein, low carbohydrate product 
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from the Ensure line of "complete balanced nutrition" ready-to-drink nutrition shakes. The reduction of 
carbohydrates would provide the healthy benefits known in the art at the time of the invention, in the 
Atkins-type format, while also retaining the benefits of the specific protein and fat source combinations 
known in the Ensure line of products. Thus one of ordinary skill in the art would have been amply 
motivated to produce this product, and it would have been well within the ordinary level of skill to have 
modified the remaining components accordingly such that when the amount of carbohydrates were 
reduced, the remaining fat and protein sources were balanced as needed, based on nutritional guidelines 
as well as taste and product stability. This would not have involved an inventive step in the art. 



Applicant is referred to M.PEP 2144, which states that "the strongest rationale for combining 
references is a recognition, expressly or impliedly in the prior art or drawn from a convincing line of 
reasoning based on established scientific principles or legal precedent, that some advantage or expected 
beneficial result would have been produced by their combination. In re Sernaker, 702 F.2d 989, 994-95, 
217 USPQ 1, 5-6 (Fed. Cir. 1983)." 

Further, MPEP 2144.04 (A) states that the "omission of an element and its function is obvious if 
the function of the element is not desired." As discussed above, it was common in the art at the time the 
invention was made to reduce or eliminate carbohydrates from dietary products, as evidenced by the 
Atkins Ready-To-Drink Shakes publication. 

Finally, attention is invited to In re Levin, 84 USPQ 232 and the cases cited therein, which are 

considered in point in fact situation of the instant case. At page 234, the Court stated as follows: 

This court has taken the position that new recipes or formulas for cooking food which involve the 
addition or elimination of common ingredients, or for treating them in ways which differ from the 
former practice, do not amount to invention, merely because it is not disclosed that, in the 
constantly developing art of preparing food, no one else ever did the particular thing upon which 
the applicant asserts his right to a patent. In all such cases, there is nothing patentable unless the 
applicant by a proper showing further establishes a coaction or cooperative relationship between 
the selected ingredients which produces a new, unexpected and useful function. In re Benjamin 
D. White, 1 7 C.C.P.A. (Patents) 956, 39 F.2d 974, 5 USPQ 267; In re Mason et al., 33 C.C.P.A. 
(Patents) 1 144, 156 F.2d 189, 70 USPQ 221. 



Thus, the instantly-claimed invention is deemed obvious in view of the combination of 
references. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Keith Hendricks whose telephone number is (571) 272-1401. The examiner can normally 
be reached on M-F (8:30am-6pm); First Friday off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, 
Milton Cano can be reached on (571) 272-1 398. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system. Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO Customer 
Service Representative or access to the automated information system, call 800-786-9199 (IN USA OR 
CANADA) or 571-272-1000. 




KEITH HENDRICKS 
PRIMARY EXAMINER 



